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1. A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on August 27, 2009 has been entered. 

2. Claims 10 and 18-20 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. 

Within page 3 of the specification and claims 10 and 18, applicants have stated that the 
molar ratio of difunctional isocyanate to polycaprolactone diol is from about 1:1.5 to about 1:5.0; 
however, such a ratio will not yield an isocyanate terminated prepolymer, because the recited 
ratio mandates an excess of hydroxyl groups. However, according to applicants' disclosure, an 
isocyanate terminated prepolymer is contemplated, since the recited chain extenders are reactive 
with isocyanate groups. Furthermore, within the last two lines of page 5 of the specification, 
applicants disclose a [NCO]/[OH] molar ratio of about 1 .5 to 5.0 in the formation of a 
prepolymer. This recited ratio range is the reverse the ratio cited within page 3 and claimed 
within claims 10 and 18. Clarification is required. The examiner has examined the application 
with respect to the ratio cited within page 5 of the specification, as it appears that this is the only 
ratio range that is suitable for arriving at applicants' invention. 
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3. Claims 10 and 18-20 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

As aforementioned within paragraph 2, claims 10 and 18-20 specify ratio ranges of 
isocyanate to diol that cannot yield isocyanate terminated prepolymers. Since the production of 
such prepolymers appears to be paramount to applicants' invention, the claimed ranges render 
the claims indefinite. 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 
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5. Claims 18-20 are rejected under 35 U.S.C. 102(b) as being anticipated by Hoefer et al. 
('865). 

Hoefer et al. disclose aqueous polyurethane coating dispersions produced from 
polyisocyanates, polycaprolactone diols, and chain extenders that meet those of applicants, and 
further disclose that the dispersions may be produced from known processes, including a two pot 
polyurethane process. See abstract; column 2, lines 35+; column 3, lines 1-36; column 4; and 
column 5, lines 8-50. Applicants have not established that the claimed process steps yield a 
product that is patentably distinct from the dispersions of Hoefer et al. Given that the instant 
polyurethane and the disclosed polyurethancs arc produced from the same reactants, the position 
is taken that the polyurethanes of the reference inherently possess the claimed properties. 

6. Claims 1-3, 9-12, 16-20, and 23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ramanathan et al. ('213) in view of Hoefer et al. ('865). 

Ramanathan ct al. disclose the production of polyurethane aqueous dispersions, wherein a 
prepolymer is produced in the presence of solvent from diisocyanates, polyol, and chain 
extenders, wherein the diisocyanates and chain extender correspond to applicants' claimed 
components and the polyol may be a linear polyester diol. After formation of the prepolymer, 
the acid groups resulting from incorporation of the chain extender are neutralized with an amine, 
such as triethylamine. The neutralized prepolymer is then dispersed in water and the solvent is 
removed. This disclosure satisfies applicants' steps d) through f). Furthermore, applicants' 
claimed ratios and reaction conditions are disclosed within the reference. See column 2, lines 
45+, especially line 59, and columns 3-5. Patentees teach at column 5, lines 14-16 that the 
diisocyanate, polyol, and chain extender may be reacted sequentially to form block copolymers; 
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therefore, patentees are considered to adequately disclose applicants' steps a) through c). Since 
sequential reaction is disclosed and since heating is clearly disclosed to promote such reaction, 
the position is taken that the step of heating the reactants, corresponding to applicants' step b), is 
clearly encompassed by the disclosure. Furthermore, given the disclosure of the time frame for 
reaction set forth within lines 54 and 55 of column 2 and the disclosure pertaining to sequential 
reaction, the position is taken that applicants' claimed time frames are encompassed by the 
disclosure of the reference. The skilled artisan would immediately recognize that the disclosed 
time frames are applicable to the disclosed sequential reaction. 

7. Though Ramanathan et al. disclose that linear polyester diols may be used and further 
disclose the sequential reaction of such reactants, patentees fail to disclose a reaction system 
wherein polycaprolactone diol is used as the sole polyol to produce the initial polyol and 
polyisocyanate reaction mixture. Still, the exclusive use of polycaprolactone diols as the high 
molecular weight polyol component to produce aqueous polyurethane coating compositions was 
known at the time of invention. This position is supported by the teachings of Hoefer et al. See 
abstract; column 2, lines 35+; column 3, lines 1-36; column 4; and column 5, lines 8-50. 
Therefore, the position is taken in view of the disclosed suitability of using linear polyester diols 
within Ramanathan et al. and the disclosed use of polycaprolactone diols to produce aqueous 
polyurethane dispersions within Hoefer et al., analogous to those of Ramanathan et al, that it 
would have been obvious to use polycaprolactone diols as the linear polyester diol of 
Ramanathan et al, so as to arrive at the instant invention. 

8. Claims 1-3, 9-12, 16-20, and 23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hoefer et al. ('865) in view of Ramanathan et al. ('213). 



Application/Control Number: 10/715,552 Page 6 

Art Unit: 1796 

Hoefer et al. disclose aqueous polyurethane coating dispersions produced from 
polyisocyanates, polycaprolactone diols, and chain extenders that meet those of applicants, and 
further disclose that the dispersions may be produced from known processes, including a two pot 
polyurethane process. See abstract; column 2, lines 35+; column 3, lines 1-36; column 4; and 
column 5, lines 8-50. 

9. Though Hoefer et al. fail to disclose a sequence of steps in the manufacture of their 
dispersions that precisely corresponds to those of applicants, the position is taken that such a 
sequence was known at the time of invention to be useful in the production of polyurethane 
dispersions, fully analogous to those of Hoefer et al. This position is supported by the teachings 
of Ramanathan et al. Ramanathan et al. disclose the production of polyurethane aqueous 
dispersions, wherein a prepolymer is produced in the presence of solvent from diisocyanates, 
polyol, and chain extenders, wherein the diisocyanates and chain extender correspond to 
applicants' claimed components and the polyol may be a linear polyester diol. After formation 
of the prepolymer, the acid groups resulting from incorporation of the chain extender are 
neutralized with an amine, such as triethylamine. The neutralized prepolymer is then dispersed 
in water and the solvent is removed. This disclosure satisfies applicants' steps d) through f). 
Furthermore, applicants' claimed ratios and reaction conditions are disclosed within the 
reference. See column 2, lines 45+, especially line 59, and columns 3-5. Patentees teach at 
column 5, lines 14-16 that the diisocyanate, polyol, and chain extender may be reacted 
sequentially to form block copolymers; therefore, patentees are considered to adequately disclose 
applicants' steps a) through c). Since sequential reaction is disclosed and since heating is clearly 
disclosed to promote such reaction, the position is taken that the step of heating the reactants, 
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corresponding to applicants' step b), is clearly encompassed by the disclosure. Furthermore, 
given the disclosure of the time frame for reaction set forth within lines 54 and 55 of column 2 
and the disclosure pertaining to sequential reaction, the position is taken that applicants' claimed 
time frames are encompassed by the disclosure of the reference. The skilled artisan would 
immediately recognize that the disclosed time frames are applicable to the disclosed sequential 
reaction. Accordingly, in view of Hoefer et al.'s disclosure that known processes may be used to 
produce their dispersions, the position is taken that it would have been obvious to employ the 
process of the secondary reference, so as to arrive at the instant invention. 
1 0. Applicants 1 response has been fully considered; however, they are moot in view of the 
new grounds of rejection. 

Any inquiry concerning this communication should be directed to R. Sergent at telephone 
number (571) 272-1079. 

/Rabon Sergent/ 

Primary Examiner, Art Unit 1796 
September 14, 2009 



